United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
I nilid Stall-, Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. CONFIRMATION NO. 



10/505.311 



OK/20/200-4 



7590 11/15 

Fildes & Outland 
Suite 2 

20916 Mack Avenue 

Grosse Pointe Woods, MI 48236 



NERANGIS, VICKEY MARIE 



PAPER NUMBER 



DELIVERY MODE 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 



l/ffflrC? nVrliUli Otfff Iff ids y 


Application No. 

10/505,311 


Applicant(s) 

NISHIMURAET AL. 


Examiner 

Vickey Nerangis 


Art Unit 

1796 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )KI Responsive to communication(s) filed on 24 July 2009 . 
2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 3,4,9 and 1 1 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) |EI Claim(s) 3,4,9 and 11 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
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1 .□ Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

1 . Please note that the examiner of record has changed. The new examiner is Vickey 
Nerangis. 

2. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior office action. 

3. Upon reconsideration of claims and an updated search, new grounds of rejection are set 
forth below. Thus, a 2 nd non-final Office action is set forth as follows. 

Claim Objections 

4. Claim 1 1 is objected to because line 10, "and" should be replaced —or— so that the claim 
has proper alternative Markush language. 

Appropriate correction is required. 

Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

5. Claims 3 and 4 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

With respect to claim 3, the term "the crystal nucleus agent" lacks antecedent basis. 
With respect to claim 4, it is rejected for being dependent on a rejected claim. 
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Claim Rejections - 35 USC §103 

6. Claims 3, 4, and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Yoshida (US 6,235,825) in view of McCarthy (US 5,883,199) and Khemani (US 6,573,340). 

It is noted that claim 9 is a product-by-process claim and therefore "even though product- 
by-process claims are limited by and defined by the process, determination of patentability is 
based on the product itself The patentability of a product does not depend on its method of 
production. If the product in the product-by-process claim is the same as or obvious from a 
product of the prior art, the claim is unpatentable even though the prior product was made by a 
different process." See In re Thorpe, 111 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985). 
As a practical matter, the Patent Office is not equipped to manufacture products by the myriad of 
processes put before it and then obtain prior art products and make physical comparisons 
therewith." In re Brown, 459 F.2d 531, 535, 173 USPQ 685, 688 (CCPA 1972). 

Yoshida discloses a film prepared from a polylactic acid-based resin composition 
comprising 100 parts by weight (pbw) of a blend of 55-85 wt % polylactic acid having at least 75 
wt % purity (col. 3, line and 15-45 wt % biodegradable aliphatic polyester; 0.05-15 pbw 
inorganic additive such as talc (col. 6, lines 59-66); and lubricant such as ethylene-bis- 
stearamide, inter alia (col. 7, lines 15-31). Note preparation example 1 for polylactic acid which 
only include L-lactide and is therefore at least 95 % optically pure (col. 10, lines 40-51). 

Yoshida fails to disclose (i) the use of an aromatic/aliphatic copolymer polyester, (ii) the 
particle size of the talc, and (iii) crystallization properties like claimed. 

With respect to (i), McCarthy discloses a blend of polylactic acid and an aliphatic 
polyester and teaches that the aliphatic polyester can be replaced with a copolyester of an 
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aliphatic polyester and an aromatic polyester as long as the copolyester is biodegradable and 
imparts ductility to polylactic acid (col. 6, lines 5-12). It is noted that the copolyester of an 
aliphatic polyester and an aromatic polyester inherently has a glass transition temperature of less 
than 0°C because T g is dependent on monomer composition. 

In view of McCarthy's recognition that aliphatic polyester and copolyester of an aliphatic 
polyester and an aromatic polyester are equivalent and interchangeable, it would have been 
obvious to one of ordinary skill in the art to substitute the aliphatic polyester of Yoshida with 
copolyester of an aliphatic polyester and an aromatic. Case law holds that the mere substitution 
of an equivalent (something equal in value or meaning, as taught by analogous prior art) is not an 
act of invention; where equivalency is known to the prior art, the substitution of one equivalent 
for another is not patentable. See In re Ruff 118 USPQ 343 (CCPA 1958). 

With respect to (ii), Khemani also discloses a blend polylactic acid and polyester 
comprising inorganic filler such as talc (abstract; col. 15, line 19) and teaches that particle size in 
a film, sheet, or other article is dependent on the thickness of the article. For instance, the 
particle size should be less than 10% of the wall thickness of a film (col. 15, lines 31-45). 

Given that Yoshida exemplifies a film having a thickness of 30 microns and further given 
that Khemani teaches that the particle size of an inorganic filler should be less than 10% of film 
thickness, it would have been obvious to one of ordinary skill in the art to utilize a talc having a 
particle size of about 3 microns. 

With respect to (iii), given that the combined teachings of Yoshida, McCarthy, and 
Khemani provides for the presently claimed composition of 95% optically pure polylactic acid, 
an aromatic/aliphatic copolyester polyester, and talc and further given that Yoshida teaches that 
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its film or sheet can be thermoformed (col. 8, lines 3-7), it naturally flows that an article prepared 
from such a composition would intrinsically have said properties given that a material and its 
properties are inseparable. 

7. Claim 1 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Yoshida (US 
6,235,825) in view of McCarthy (US 5,883,199) and Khemani (US 6,573,340) and further in 
viewofOya(US 6,153,276). 

The discussion with respect to Yoshida, McCarthy, and Khemani in paragraph 6 above is 
incorporated here by reference. 

Yoshida teaches that a film or sheet comprises of its composition can be used in stretch 
processing, vacuum forming, or other fabrication which provides 2- or 3 -dimensional structures 
(col. 8, lines 3-7); however, it fails to disclose heat treating the sheet in a die at a temperature of 
110-150°C for 1-30 seconds. 

Oya teaches thermoforming (i.e., vacuum forming) a polylactic acid sheet and teaches 
that the conditions under which the article is formed (i.e., mold temperature and time) are 
selected based crystallization and melting temperatures and is usually for about 5-30 seconds 
(col. 9, line 66 to col. 10, line 16; col. 10, lines 47-55). 

Given that both Yoshida and Oya are drawn to polylactic acid sheets and further given 
that thermoforming conditions are based on crystallization and melting temperatures of the same 
resin and advantageously around 5-30 seconds as taught by Oya, it would have been obvious to 
one of ordinary skill in the art to thermoforming the sheet taught by Yoshida, McCarthy, and 
Khemani with the guidelines taught by Oya and thereby arrive at the presently claimed process. 
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Response to Arguments 

8. Applicant's arguments filed 7/24/2009 have been fully considered but they are not 
persuasive. Specifically, applicant argues that Oya fails to teach the heat treatment time of 1-30 
seconds; 

In response, note col. 10, lines 10-16 where Oya teaches that the heat set take 5-30 
seconds. The devolatilization time of 10 seconds to 10 minutes as disclosed in col. 7, lines 20-22 
is not relied upon in the above rejection. 

Conclusion 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Vickey Nerangis whose telephone number is (571) 272-2701. 
The examiner can normally be reached on Monday - Friday, 8:30 a.m. - 5:00 p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wu can be reached on (571) 272-1 1 14. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
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like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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/Vickey Nerangis/ 
Examiner, Art Unit 1796 



